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This Office action is responsive to application filed on 14 February 2006. The 
accompanying preliminary amendment having been entered, claims 1-16 are currently 
pending and under examination herein. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6 and 11-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 6262206 (hereinafter "Nesvadba"). 

Applicants' invention, as recited in claim 1, is a polymerizable composition 
comprising 

a) an ethylenically unsaturated monmer; 

b) a radical polymerization initiator; and 

c) a hydroxylamine, a nitrone or an alkyl N-oxid having a molecular weight of 
more than 250 g/mol. 

Nesvadba discloses a composition substantially as claimed, differing only in that 
a radical polymerization initiator together with applicants' components a) and c) is not 
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described in a single embodiment. See in particular Examples B13 - B17, B27, B28, 
B30, B32 and B36, which individually describe the synthesis of block copolymers from a 
composition comprising specific ethylenically unsaturated monomers and the 
substituted hydroxylamine compound No. 102, 105 or 106. Each of said compounds 
comprises an alkyl-N-O- moiety and has a molecular weight (calculated from the 
structures shown in Tables 1 and 2) of more than 250 g/mol [No. 102: 359; No. 105: 
263; No. 106: 343]. While the polymerizable composition used in each cited example 
lacks a radical initiator, Nesvadba teaches that the polymerizable composition may 
include a radical initiator - most preferably an azo compound - in accordance with the 
"in-situ" process of generating an initiator compound of formula (I) as detailed at column 
24, line 20 to col. 25, line 15. Thus, at the time of applicants' invention it would have 
been obvious to one of ordinary skill in the art to modify Nesvadba by including a radical 
polymerization initiator corresponding to applicants' component b) as claimed (claims 2, 
5, 6) in any of the aforenoted examples, motivated by a reasonable expectation of 
successfully obtaining an equivalent block copolymer product. 

Claim 16 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Nesvadba. 

The discussion of Nesvadba set forth in the preceding rejection is incorporated 
herein by reference. Even in the absence of a radical polymerization initiator, the block 
copolymer products described in the above-cited examples of the reference would not 
be expected to differ substantially in structure or properties from the instantly claimed 
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(co)polymer. The disclosed processes would be expected to produce polymers 
identical to or insubstantially different from the claimed (co)polymer product based on 
the use of initiator compounds meeting the claim 1 1 limitations as to minimum molecular 
weight and alkyl-N-0 functionality to produce block copolymers having molecular weight 
parameters commensurate with the corresponding parameters of applicants' 
(co)polymers. See, e.g., the values of Mn, Mw and PD as reported in Examples B13 
and B15 - B17 of Nesvadba, which fall within the scope of molecular weight properties 
as described herein (cf., page 1 1 line 30 to page 12, line 2 of the present Specification). 

Where, as here, a product-by-process claim is rejected over a prior art product 
that appears to be identical, although produced by a different process, the burden 
properly shifts to applicants to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 218 
USPQ 195 (Fed. Cir. 1983). This is especially true given the lesser burden of proof on 
the Office in making out a case of prima facie obviousness for product-by-process 
claims, because of their peculiar nature (M.P.E.P. 21 13). 

Claims 7-10 are objected to as being dependent on a rejected base claim, but 
would be allowable if rewritten in independent form including all the limitations of the 
base claim and any intervening claim. 

Any inquiry concerning this communication should be directed to Examiner F. M. 
Teskin whose telephone number is (571 ) 272-1 1 1 6. The examiner can normally be 
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reached on Monday through Thursday from 7:00 AM - 4:30 PM, and can also be 

reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571) 272-1114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Fred M Teskin/ 

Primary Examiner, Art Unit 1796 



